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A. The Connection Between TIC’s Website And Nissan.com Is

Too Remote To Support Dilution Liability.

The finding that TIC “diluted” NISSAN is based upon a series of links that
existed for a short time between nissan.com and a TIC-owned website,

bestcarquote.com. As noted, after the preliminary injunction, Computer posted a

link on nissan.com stating substantially “Nissan Motor’s Lawsuit Against Nissan
Computer.” ER4523-25. The link led to another Computer-owned website,
ncchelp.org. ER4523-25. The ncchelp.org site, in turn, featured tabs entitled: (1)
“story,” (2) “FAQ,” (3) “news,” (4) “people’s opinions,” and (5) “how you can
help.” ER4524, 4529. This last tab offered three options, including: (1) moral
support, asking users to email the parties, (2) a request that users post the
ncchelp.org banner on their sites, and (3) for a few months in early 2000, a request
for financial support. ER4525-26, 4498. The “financial support” option stated:

Everytime somebody visits one of the links on the next page, we get
paid a referral! Click here to Visit our Sponsors.

ER4498.

Clicking on this link led to hotlinks-usa.com. This site featured banner

advertisements for various third parties, and yet another link under a banner entitled

“Get a Free Car Quote.” See ER4498. Clicking this link led to bestcarquote.com.

Clicking on yet another link at this site, under a banner entitled “Get a Car Quote,”
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led visitors to a third-party website, for example stoneage.com, which offered car

quotes. See ER4498.

Thus, to reach a website offering car quotes, a user would have to: (1) visit
nissan.com, where he or she would see a prominent disclaimer stating that the site
was not affiliated with Motor; (2) click on the link regarding Motor’s lawsuit,
leading to ncchelp.org; (3) choose the “how you can help” option from the five
offered; (4) choose the “financial support” option among the three offered, thus

leading to hotlinks-usa.com; (5) choose the “Get a Free Car Quote” link among the

advertisements at hotlinks-usa.com, leading to bestcarquote.com, and (6) choose the

“Get A Car Quote” link on that site.

The court did not explain how this attenuated connection could somehow
lead an Internet user to associate the NISSAN mark with another mark and thus
cause the NISSAN mark to lose “its capacity to identify and distinguish [Motor]
products.” ER4499. Rather, the court simply concluded that, because a “series of

links” existed between nissan.com and bestcarquote.com, TIC had deliberately

diluted NISSAN. ER4493. But the court ignored its own reasoning in an earlier
case, where a trademark owner also claimed that links from a site that included its
trademark to a pornographic site was dilutive:

The essence of the Internet is that sites are connected to facilitate

access to information. Including linked sites as grounds for finding
commercial use or dilution would extend the statute far beyond its
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intended purpose of protecting the trademark owners from uses that
have the effect of “lessening ... the capacity of a famous mark to
identify and distinguish goods or services.”

Bally Total Fitness Holding Corp. v. Faber, 29 F.Supp.2d 1161, 1168 (C.D. Cal.
1998); Voice-Tel Enterprises, Inc. v. Joba, Inc., 258 F.Supp.2d 1353, 1363 (N.D.
Ga. 2003) (“to extend a claim for dilution to a hyperlink situation would extend the
statute far beyond its intended purpose”).

Extending dilution to where a mark is remotely associated, through a series
of Internet links, to allegedly-diluting information would, in essence, give the
owner of a purportedly famous trademark the right to exclude others who use the
same or similar mark from the Internet altogether. In the absence of any showing
that users actually “associate” the NISSAN mark with other marks featured at

bestcarquote.com, there could be no possibility of dilution from so remote a

connection. Moreover, the court failed to explain how TIC made “commercial use

in commerce” of NISSAN. "

13 In any event, Motor made no showing of actual injury from

bestcarquote.com; the judgment against TIC must be reversed for that reason alone.
Moseley, 123 S.Ct. at 1124-25.
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B.  The Court’s Conclusion That TIC Is An Alter Ego Of

Computer Ignores Contrary Evidence.

The court’s liability finding against TIC based on alter ego liability is also
faulty. While TIC is related to Computer through one common shareholder, there
are at least disputed factual issues whether they are alter egos.

TIC was formed in 1995 to be an ISP. ER4477. 1t originally had four
shareholders, including Uzi Nissan and his brother, Amnon. ER4477. Amnon sold
his shares to the company and left in 1997. Uzi Nissan thereafter retained a
majority of shares, with two minority shareholders. ER4477. After Amnon
Nissan’s departure Computer took over the ISP services, and TIC’s revenue largely
came from renting space for classrooms. ER4477

“[TThe alter ego rule is generally applied with caution.” Playboy Enterprises,
Inc. v. Welles, 279 F.3d 796, 807 (9th Cir. 2002). Under federal common law, a
court looks to three factors in determining whether a corporation is an alter ego:'*
(1) the amount of respect given to the identity of the corporation by its

shareholders, (2) the degree of injustice visited on the litigants by recognition of the

14 There is some confusion whether state or federal common law applies to the

alter ego determination. Compare Bd. Of Trustees v. Valley Cabinet & Manuf. Co.,
877 F.2d 769, 772 (9th Cir. 1989) (federal common law applies) with Securities and
Exchange Comm. v. Hickey, 322 F.3d 1123, 1128 (9th Cir. 2003) (law of forum
state applies). Because the FTDA is a federal statute, and because the court applied
the federal common law test, we will assume it applies here.
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corporate entity, and (3) the fraudulent intent of the incorporators.” UA Local 343
v. Nor-Cal Plumbing, Inc., 48 F.3d 1465, 1475 (9th Cir. 1995). The party seeking
to hold another liable as an alter ego must prevail on the first factor and on one of
the other two. Id.

The court’s conclusion that the first test—respect for the corporate form by
shareholders—had been met was based upon evidence that Computer and TIC share
the same business location (albeit in different suites), sometimes employed the same
employees (although not at the same time), and that there was a documented
revolving loan agreement between the two that allowed interest-free loans back and
forth. ER4488-90. All that this evidence proved, however, was that, as related
companies, the two sometimes shared resources; Motor did not show that Computer
misused TIC for its own purpose. Bd. Of Trustees v. Valley Cabinet, 877 F.2d at
773 (evidence of intermingling of assets not enough, in itself, to show alter ego
relationship).

The court’s further assertion that respecting the separate identities of
Computer and TIC would visit “injustice” on Motor (ER4491) has even less
support. The court’s reasoning is circular: because the links between nissan.com

and bestcarquote.com allegedly dilute NISSAN, it would be unjust not to hold TIC

liable as Computer’s alter ego. ER4491. Not only does this conclusion fail if the

attenuated links do not dilute the mark, but the analysis misses the relevant
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question, which is whether respecting separate corporate identities would work an
injustice. Seymour v. Hull & Moreland Engineering, 605 F.2d 1105, 1113 (9th Cir.
1979). There is no evidence that holding TIC and Computer separately liable—to
the extent there is liability at all—would work any injustice. While the court
claimed that Computer might transfer assets to TIC to avoid liability (ER4491),
there was no evidence to support such a scenario. The evidence showed that the
two corporations had made documented loans to one another—not that they had
ever engaged in activities to “defraud” anyone.

Finally, even if the court could properly find that TIC was an alter ego of
Computer, making that finding without affording Computer an opportunity to be
heard on the claim was a violation of due process. Motor did not bring its alter ego
summary judgment motion against Computer, nor did the court afford Computer
the opportunity to respond. Thus, to the extent that Computer is held liable for the
acts of TIC, it has never had an opportunity to respond to Motor’s allegations. The
court’s order implicitly applies ex post facto reasoning: because TIC 1s Computer’s
alter ego, the opposition by TIC to Motor’s motion was sufficient to protect
Computer. But Computer had no opportunity to contest that conclusion before it

was reached.
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VII. THE COURT MISAPPLIED THE DOCTRINE OF INITIAL
INTEREST CONFUSION WHEN IT GRANTED PARTIAL

SUMMARY JUDGMENT ON THE INFRINGEMENT CLAIM.

The court granted summary judgment to Motor on the infringement claim as
it related to the automobile-related advertising that appeared for a few weeks at
nissan.com in 1999. ER1682-1703. The court found that Computer had
deliberately engaged in “initial interest confusion.” That doctrine, however, is
questionable in relation to a website such as nissan.com

Initial interest confusion is a special application of the requirement of
likelihood of confusion. Under the doctrine, if an alleged infringer diverts
consumers looking for a competitor’s products so that consumers will actually
purchase the alleged infringer’s related or competitive products, then actionable
infringement may exist regardless of whether the consumer is “confused” as to the
source of the alleged infringer’s products.

This Court has explained initial interest confusion with an example, where a
video rental service, like Blockbuster:

puts up a billboard on a highway reading— “West Coast Video: 2 miles ahead

at Exit 7’—where West Coast is really located at Exit 8 but Blockbuster is

located at Exit 7. Customers looking for West Coast’s store will pull off at

Exit 7 and drive around looking for it. Unable to locate West Coast, but

seeing the Blockbuster store right by the highway entrance, they may simply
rent there.
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Brookfield Communications, Inc. v. West Coast Entertainment Corp., 174 F.3d
1036, 1064 (9th Cir. 1999). In such a case, the alleged infringer, by misusing a
competitor’s mark (or a confusingly similar mark) has deliberately captured
consumers who might otherwise patronize the trademark owner.

Initial interest confusion has at least two aspects that are not present in this
case. First, every initial interest confusion case of which we are aware in the
Internet context involved a defendant who had acted deliberately to draw
consumers to its website, thus actively diverting customers who were looking for
the plaintiff’s products. For example, in Brookfield, the Court concluded that there
might be initial interest confusion because the defendant had incorporated the
plaintiff’s “MovieBuff” trademark in “metatags” (invisible but searchable code
embedded in a website). 174 F.3d at 1065; accord, Bigstar Entertainment, Inc. v.
Next Big Star, Inc., 105 F.Supp.2d 185, 209 (S.D. N.Y. 2000). In other words, in
Brookfield and other cases, the defendant had engaged in a deliberate attempt to
“capture” the plaintiff’s potential customers through misleading conduct. Cf.
Teletech Customer Care Management (Cal.), Inc. v. Tele-Tech Co., 977 F. Supp.
1407, 1414 (C.D. Cal. 1997); Network Network, 54 U.S.P.Q.2d at 1157 (both
noting that momentary confusion caused when an Internet user mistakenly assumes
that a web address belongs to a company is not sufficient to constitute trademark

infringement).
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Second, initial interest confusion requires that the alleged infringer offer a
product or service similar enough to that of the trademark owner to make it
reasonable to conclude that the alleged infringer is somehow “capturing” customers
who might otherwise patronize the trademark owner. As the Network Network
court explained, “[t]he Brookfield initial interest confusion analysis envisions an
Internet user in search of one specific product who inadvertently comes upon a
related one and uses that product instead.” 54 U.S.P.Q.2d at 1157; see also Chatam
International, 157 F.Supp.2d at 560 (initial interest confusion generally requires
similarity of products); Bigstar, 105 F.Supp.2d at 209-10 (initial interest confusion
requires that merchants be “in close competitive proximity”).

There are factual disputes whether either of these elements is present here.
Computer did nothing to “draw” potential Motor customers to its website. It did
not use misleading metatags, nor did it place searchable auto-related terms on the
website or conduct advertising designed to “capture” users looking for the Motor
website. ER1762-66. Computer used nissan.com for more than 4 years with
Nissan Motor’s knowledge and implicit acéeptance. Such implicit acceptance is
powerful evidence that Nissan Motor did not believe that Nissan Computer was
attempting to “capture” potential Nissan Motor customers.

Second, and equally important, there is a factual dispute whether Computer

could be said to have “captured” the initial interest of Internet users looking for
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Motor products by posting automobile-related advertising. “Actionable initial
interest confusion on the Internet is determined, in large part, by the relatedness of
the goods offered and the level of care exercised by the consumer.” Interstellar,
304 F.3d at 945.

Computer did not offer automobiles or automobile-related services. It simply
posted advertisements on its website, much as a newspaper prints ads. It is highly
unlikely that a consumer searching for Motor’s website who came upon nissan.com
and saw advertisements for websites offering automobile-related information would
be “diverted” from his search for Motor by such advertisements. In the context of
fungible video rentals, it may make sense to say that “consumers who were
originally looking for [the plaintiff’s] products . . . simply decide[d] to utilize [the
defendant’s] offerings instead.” Brookfield, 174 F.3d at 1061. But in the context of
purchasing an automobile, it makes no sense that a cohsumer would be “diverted”
simply by a momentary delay in finding a particular website. Checkpoint Systems,
Inc. v. Check Point Software Technologies, Inc., 269 F.3d 270 (3d Cir. 2001). “[A]
consumer attempting to access [information concerning an automobile] is unlikely
to be dissuaded, or unnerved, by the sight of [Computer’s advertised goods], having
first brought up [Computer’s] screen.” Chatam International, Inc. 157 F.Supp.2d at

559.
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VIII. THE INJUNCTION IS AN UNLAWFUL PRIOR RESTRAINT.

Leaving aside all issues of the correctness of the court’s liability findings,
this Court must nevertheless reverse the injunction as an unlawful prior restraint on
speech.” As noted, the court enjoined Computer from placing links to websites
“containing disparaging remarks or negative commentary regarding [Motor]” on its
websites because it believed such “negative commentary” tarnished the NISSAM
mark. ER4508. Because the injunction does not prohibit Computer from placing
links to sites that contain other noncommercial messages (such as sites that praise
Motor), this provision of the injunction is indisputably a content-based prior
restraint.

In addition, the FTDA provides explicitly that “noncommercial” uses of a
trademark do not constitute dilution. 15 U.S.C. § 1125(c)(4)(B). This Court has
recently held that the “noncommercial use” exception applies to any speech that is
not “’purely commercial’—that is, if it does more than propose a commercial
transaction.” Mattel, 296 F.3d at 907. The speech the court enjoined “does more
than propose a commercial transaction” and is thus “entitled to full First

Amendment protection.” Id., emphasis added.

1S If this Court determines that the district court erred in any of its findings as to
dilution or infringement, remand would be appropriate for the court to reconsider
the proper scope of any injunction.
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Content-based restrictions are presumptively unconstitutional. R.A.V. v. St.
Paul, 505 U.S. 377,382 (1992). And any prior restraint comes with a “heavy
presumption against its constitutional validity.” Organization for a Better Austin v.
Keefe, 402 U.S. 415, 419 (1971). A content-based prior restraint cannot be
sustained unless it is “the least restrictive means to further a compelling interest.”
S.0.C., Inc. v. County of Clark, 152 F.3d 1136, 1145 (9th Cir. 1998). The

injunction does not meet these criteria.

A.  The Injunction Is Not Narrowly Drawn To Protect A

Compelling Interest

There are only two possible “interests” that may be at stake in preventing
Computer from criticizing Motor through links to ncchelp.org: (1) preventing
Internet users who might mistakenly come to nissan.com on the assumption that the
site belongs to Motor from being misled that criticisms they may link into at
ncchelp.org are endorsed by Motor, and (2) preventing “dilution” of the allegedly
famous Motor mark. But even if these interests are deemed “compelling” enough
to justify a prior restraint (they are not), the injunction is not the least restrictive
means of protecting them.

If preventing consumer confusion is the interest at stake, the disclaimer at the

nissan.com and nissan.net sites, stating that they were not affiliated with Motor, was

more than sufficient to assure there was no confusion. Indeed, as the court itself
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noted when it granted summary judgment to Computer on the cybersquatting claim,
Computer did not create “a likelihood of confusion as to the source, sponsorship,
affiliation or endorsement of the [nissan.com] site” (ER1716-17), even before the
disclaimer the court ordered had been posted.

As the Sixth Circuit recently pointed out in a case involving remarkably
similar facts, The Taubman Co. v. Webfeats, 319 F.3d 770 (6th Cir. 2003), a
website that incorporates a plaintiff’s trademark cannot create consumer confusion
if it does not offer goods or services, because “the only important question is
whether there is a likelihood of confusion between the parties’ goods or services.”
Id. at 776 (emphasis in original). Injury to the plaintiff, without source confusion,
is not enough: “although economic damage might be an intended effect of [the
defendant’s] expression, the First Amendment protects critical commentary when
there is no confusion as to source, even when it involves the criticism of a
business.” Id. at 778.

The injunction fares no better if prevention of “dilution” is assumed to be the
interest at stake. While the court concluded that links to sites critical of Motor
somehow “tarnished” Motor’s mark because they “exploit[ed]” the alleged
“goodwill” of the mark (ER4506-07), that conclusion is directly at odds with this
Court’s decision in Mattel. As Mattel confirms, the FTDA does not proscribe the

use of a trademark for “noncommercial” criticism of a trademark or its owner.
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In Mattel, this Court held that a pop group was free to use Mattel’s famous
“Barbie” trademark in a song lampooning the doll’s image, notwithstanding that

such use indisputably tarnished the trademark. This Court held that the
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“noncommercial use” exemption applied to any speech that is not “ ‘purely

commercial’—that 1s, if it does more than propose a commercial transaction.” 296
F.3d at 906. Such speech is “entitled to full First Amendment protection.” Id.,
emphasis added; see also Hoffman v. Capital Cities/ABC, Inc., 255 F.3d 1180 (9th
Cir. 2001) (actor had no claim against a newspaper that used an unauthorized photo
because photo involved “expressive elements” protected by the First Amendment).
Regardless of whether the court below was correct in concluding that
Computer was somehow “exploiting” the goodwill of Motor by posting a link to
ncchelp.org (a dubious proposition, given that the link appeared under a prominent
disclaimer), it is indisputable that the ncchelp.org site did not simply propose a
commercial transaction. Indeed, there was no advertising or other “commercial”
material at ncchelp.org at the time the injunction issued. Commentary about this
. lawsuit containing not a single word proposing a commercial transaction cannot be
transformed into commercial speech simply because that commentary might have
some “commercial” effect on Motor. Computer’s alleged “exploitation” is no

different from that of the pop group in Mattel that used “Barbie” to help sell its

song lampooning the doll’s image.
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Speakers cannot be prohibited from using their property to convey a truthful
noncommercial message criticizing a person or business (or informing listeners
where they may find such criticism), simply because the message receives some of
its force from the “goodwill” of the person criticized. For example, in Hoffman,
this Court found that the actor Dustin Hoffman could not recover on a right-of-
publicity claim arising out of a newspaper’s publication of altered photographs.
Because the photos contained expressive content, the First Amendment fully
protected the newspaper, notwithstanding that it was obvious that tile photos
exploited the actor’s fame—i.e. his “goodwill.” 255 F.3d at 1186; see also, The
New Kids on the Block v. News America Publishing, Inc., 971 F.2d 302 (9th Cir.
1992) (newspaper did not violate music group’s right to publicity by running

advertisements asking readers to “vote” for “most popular” singer).

B. The Court’s Rationale For Avoiding First Amendment
Concerns Is Illogical On Its Face And Inconsistent With The

Court’s Own Earlier Rulings.

The court attempted to avoid characterizing its injunction as a prior restraint
by claiming that its order did not implicate free speech at all. Rather, according to
the court, the challenged portion of the injunction was intended to restrict use of the
Motor trademark as a “source identifier,” rather than as part of a communicative

message. ER4807. This reasoning does not withstand analysis.
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First, the court’s assertion that it was controlling the use of the Motor
trademark as a “source identifier” runs afoul of the content of the injunction. The
court did not purport to control uses of the domain names on the ground that such

uses lead to consumer confusion. Rather, it prohibited a particular type of content

posted at the website. Put another way, if the rationale for the challenged speech

restriction is to control use of the Motor trademark to prevent consumer confusion
(i.e., to protect its “source-identifying function), why is Computer not prohibited
from posting links to sites that praise Motor? The court banned speech based

exclusively on the content of the message expressed, not based upon any so-called

“source-identifying” use of the word “Nissan.”

Moreover, the court’s claim that the speech restriction was necessary to
protect the trademark’s “source identifying” function runs afoul of its own prior
findings. As noted, the court had already specifically held that Computer did not
create “a likelihood of confusion as to the source, sponsorship, affiliation or
endorsement of the [nissan.com] site.” ER1716-17. Having already determined

that incorporation of the Motor trademark into nissan.com and nissan.net did not

lead to consumer confusion for infringement or cybersquatting purposes, the court

could not find that the “source identifying” function of the trademark is somehow

implicated by the same use for dilution purposes.
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CONCLUSION
For the foregoing reasons, this Court should reverse the judgment on the

FTDA claim and direct entry of a new judgment in favor of Nissan Computer and
TIC, and should reverse and remand the summary judgment on the infringement

claim,

Respectfully submitted,

Dated: October 2, 2003 ng %A/Z/L—@
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STATEMENT OF RELATED CASES

Appellants/cross-appellees are unaware of any cases pending in this Court

related to this case.
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ADDENDUM

15U.S.C. § 1125

15US.C.§ 1127



15U.S.C. § 1125.
False designations of origin, false descriptions, and dilution forbidden

(a) Civil action

(1) Any person who, on or in connection with any goods or services, or any
container for goods, uses in commerce any word, term, name, symbol, or device, or
any combination thereof, or any false designation of origin, false or misleading
description of fact, or false or misleading representation of fact, which--

(A) is likely to cause confusion, or to cause mistake, or to deceive as to the
affiliation, connection, or association of such person with another person, or as to
the origin, sponsorship, or approval of his or her goods, services, or commercial
activities by another person, or

(B) in commercial advertising or promotion, misrepresents the nature,
characteristics, qualities, or geographic origin of his or her or another person's

goods, services, or commercial activities,

shall be liable in a civil action by any person who believes that he or she is or is
likely to be damaged by such act.

(2) As used in this subsection, the term "any person" includes any State,
instrumentality of a State or employee of a State or instrumentality of a State acting
in his or her official capacity. Any State, and any such instrumentality, officer, or
employee, shall be subject to the provisions of this chapter in the same manner and
to the same extent as any nongovernmental entity.

(3) In a civil action for trade dress infringement under this chapter for trade dress
not registered on the principal register, the person who asserts trade dress protection
has the burden of proving that the matter sought to be protected is not functional.

(b) Importation

Any goods marked or labeled in contravention of the provisions of this section
shall not be imported into the United States or admitted to entry at any customhouse
of the United States. The owner, importer, or consignee of goods refused entry at
any customhouse under this section may have any recourse by protest or appeal that
is given under the customs revenue laws or may have the remedy given by this
chapter in cases involving goods refused entry or seized.

(c) Remedies for dilution of famous marks



(1) The owner of a famous mark shall be entitled, subject to the principles of
equity and upon such terms as the court deems reasonable, to an injunction against
another person's commercial use in commerce of a mark or trade name, if such use
begins after the mark has become famous and causes dilution of the distinctive
quality of the mark, and to obtain such other relief as is provided in this subsection.
In determining whether a mark is distinctive and famous, a court may consider
factors such as, but not limited to--

(A) the degree of inherent or acquired distinctiveness of the mark;

(B) the duration and extent of use of the mark in connection with the goods or
services with which the mark 1s used;

(C) the duration and extent of advertising and publicity of the mark;

(D) the geographical extent of the trading area in which the mark is used;

(E) the channels of trade for the goods or services with which the mark is used;

(F) the degree of recognition of the mark in the trading areas and channels of
trade used by the marks' owner and the person against whom the injunction is
sought;

(G) the nature and extent of use of the same or similar marks by third parties; and

(H) whether the mark was registered under the Act of March 3, 1881, or the Act
of February 20, 1905, or on the principal register.

(2) In an action brought under this subsection, the owner of the famous mark shall
be entitled only to injunctive relief as set forth in section 1116 of this title unless the
person against whom the injunction is sought willfully intended to trade on the
owner's reputation or to cause dilution of the famous mark. If such willful intent is
proven, the owner of the famous mark shall also be entitled to the remedies set forth
in sections 1117(a) and 1118 of this title, subject to the discretion of the court and
the principles of equity.

(3) The ownership by a person of a valid registration under the Act of March 3,
1881, or the Act of February 20, 1903, or on the principal register shall be a
complete bar to an action against that person, with respect to that mark, that is
brought by another person under the common law or a statute of a State and that
seeks to prevent dilution of the distinctiveness of a mark, label, or form of
advertisement.

(4) The following shall not be actionable under this section:

(A) Fair use of a famous mark by another person in comparative commercial
advertising or promotion to identify the competing goods or services of the owner
of the famous mark.

(B) Noncommercial use of a mark.

(C) All forms of news reporting and news commentary.



(d) Cyberpiracy prevention

(1)(A) A person shall be liable in a civil action by the owner of a mark, including
a personal name which is protected as a mark under this section, if, without regard
to the goods or services of the parties, that person

(i) has a bad faith intent to profit from that mark, including a personal name which
is protected as a mark under this section; and

(i) registers, traffics in, or uses a domain name that--

(I) in the case of a mark that is distinctive at the time of registration of the domain
name, is identical or confusingly similar to that mark;

(II) in the case of a famous mark that is famous at the time of registration of the
domain name, is identical or confusingly similar to or dilutive of that mark; or

(IIX) is a trademark, word, or name protected by reason of section 706 of Title 18
or section 220506 of Title 36.

(B)(i) In determining whether a person has a bad faith intent described under
subparagraph (a), a court may consider factors such as, but not limited to

(I) the trademark or other intellectual property rights of the person, if any, in the
domain name;

(II) the extent to which the domain name consists of the legal name of the person
or a name that is otherwise commonly used to identify that person;

(I1I1) the person's prior use, if any, of the domain name in connection with the
bona fide offering of any goods or services;

(IV) the person's bona fide noncommercial or fair use of the mark in a site
accessible under the domain name;

(V) the person's intent to divert consumers from the mark owner's online location
to a site accessible under the domain name that could harm the goodwill represented
by the mark, either for commercial gain or with the intent to tarnish or disparage the
mark, by creating a likelihood of confusion as to the source, sponsorship,
affiliation, or endorsement of the site;

(V1) the person's offer to transfer, sell, or otherwise assign the domain name to the
mark owner or any third party for financial gain without having used, or having an
intent to use, the domain name in the bona fide offering of any goods or services, or
the person's prior conduct indicating a pattern of such conduct;

(VII) the person's provision of material and misleading false contact information
when applying for the registration of the domain name, the person's intentional
failure to maintain accurate contact information, or the person's prior conduct
indicating a pattern of such conduct;

(VIII) the person's registration or acquisition of multiple domain names which the
person knows are identical or confusingly similar to marks of others that are
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distinctive at the time of registration of such domain names, or dilutive of famous
marks of others that are famous at the time of registration of such domain names,
without regard to the goods or services of the parties; and

(IX) the extent to which the mark incorporated in the person's domain name
registration is or is not distinctive and famous within the meaning of subsection
(c)(1) of this section.

(ii) Bad faith intent described under subparagraph (A) shall not be found in any
case in which the court determines that the person believed and had reasonable
grounds to believe that the use of the domain name was a fair use or otherwise
lawful.

(C) In any civil action involving the registration, trafficking, or use of a domain
name under this paragraph, a court may order the forfeiture or cancellation of the
domain name or the transfer of the domain name to the owner of the mark.

(D) A person shall be liable for using a domain name under subparagraph (A)
only if that person is the domain name registrant or that registrant's authorized
licensee.

(E) As used in this paragraph, the term "traffics in" refers to transactions that
include, but are not limited to, sales, purchases, loans, pledges, licenses, exchanges
of currency, and any other transfer for consideration or receipt in exchange for
consideration.

(2)(A) The owner of a mark may file an in rem civil action against a domain name
in the judicial district in which the domain name registrar, domain name registry, or
other domain name authority that registered or assigned the domain name is located
if

(i) the domain name violates any right of the owner of a mark registered in the
Patent and Trademark Office, or protected under subsection (a) or (c¢) of this
section; and

(ii) the court finds that the owner--

(I) is not able to obtain in personam jurisdiction over a person who would have
been a defendant in a civil action under paragraph (1); or

(II) through due diligence was not able to find a person who would have been a
defendant in a civil action under paragraph (1) by--

(aa) sending a notice of the alleged violation and intent to proceed under this
paragraph to the registrant of the domain name at the postal and e-mail address
provided by the registrant to the registrar; and

(bb) publishing notice of the action as the court may direct promptly after filing
the action.

(B) The actions under subparagraph (A)(ii) shall constitute service of process.



(C) In an in rem action under this paragraph, a domain name shall be deemed to
have its situs in the judicial district in which

(i) the domain name registrar, registry, or other domain name authority that
registered or assigned the domain name is located; or

(ii) documents sufficient to establish control and authority regarding the
disposition of the registration and use of the domain name are deposited with the
court.

(D)(i) The remedies in an in rem action under this paragraph shall be limited to a
court order for the forfeiture or cancellation of the domain name or the transfer of
the domain name to the owner of the mark. upon receipt of written notification of a
filed, stamped copy of a complaint filed by the owner of a mark in a United States
district court under this paragraph, the domain name registrar, domain name
registry, or other domain name authority shall

(I) expeditiously deposit with the court documents sufficient to establish the
court's control and authority regarding the disposition of the registration and use of
the domain name to the court; and

(ID) not transfer, suspend, or otherwise modify the domain name during the
pendency of the action, except upon order of the court.

(ii) The domain name registrar or registry or other domain name authority shall
not be liable for injunctive or monetary relief under this paragraph except in the
case of bad faith or reckless disregard, which includes a willful failure to comply
with any such court order.

(3) The civil action established under paragraph (1) and the in rem action
established under paragraph (2), and any remedy available under either such action,
shall be in addition to any other civil action or remedy otherwise applicable.

(4) The in rem jurisdiction established under paragraph (2) shall be in addition to
any other jurisdiction that otherwise exists, whether in rem or in personam.



15U0.S.C. § 1127.
Construction and definitions; intent of chapter

In the construction of this chapter, unless the contrary 1s plainly apparent from the
context--

The United States includes and embraces all territory which is under its
jurisdiction and control.

Congress.

The term "principal register" refers to the register provided for by sections 1051 to
1072 of this title, and the term "supplemental register" refers to the register
provided for by sections 1091 to 1096 of this title.

The term "person" and any other word or term used to designate the applicant or
other entitled to a benefit or privilege or rendered liable under the provisions of this
chapter includes a juristic person as well as a natural person. The term "juristic
person" includes a firm, corporation, union, association, or other organization
capable of suing and being sued in a court of law.

The term "person" also includes the United States, any agency or instrumentality
thereof, or any individual, firm, or corporation acting for the United States and with
the authorization and consent of the United States. The United States, any agency or
instrumentality thereof, and any individual, firm, or corporation acting for the
United States and with the authorization and consent of the United States, shall be
subject to the provisions of this chapter in the same manner and to the same extent
as any nongovernmental entity.

The term "person" also includes any State, any instrumentality of a State, and any
officer or employee of a State or instrumentality of a State acting in his or her
official capacity. Any State, and any such instrumentality, officer, or employee,
shall be subject to the provisions of this chapter in the same manner and to the same
extent as any nongovernmental entity.

The terms "applicant" and "registrant" embrace the legal representatives,
predecessors, successors and assigns of such applicant or registrant.

The term "Director" means the Under Secretary of Commerce for Intellectual
Property and Director of the United States Patent and Trademark Office.

The term "related company" means any person whose use of a mark is controlled
by the owner of the mark with respect to the nature and quality of the goods or
services on or in connection with which the mark is used.

The terms "trade name" and "commercial name" mean any name used by a person
to identify his or her business or vocation.
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The term "trademark" includes any word, name, symbol, or device, or any
combination thereof--

(1) used by a person, or

(2) which a person has a bona fide intention to use in commerce and applies to
register on the principal register established by this chapter,

to identify and distinguish his or her goods, including a unique product, from those
manufactured or sold by others and to indicate the source of the goods, even if that
source is unknown.

The term "service mark" means any word, name, symbol, or device, or any
combination thereof--

(1) used by a person, or |

(2) which a person has a bona fide intention to use in commerce and applies to
register on the principal register established by this chapter,

to identify and distinguish the services of one person, including a unique service,
from the services of others and to indicate the source of the services, even if that
source is unknown. Titles, character names, and other distinctive features of radio
or television programs may be registered as service marks notwithstanding that
they, or the programs, may advertise the goods of the sponsor.

The term "certification mark" means any word, name, symbol, or device, or any
combination thereof--

(1) used by a person other than its owner, or

(2) which its owner has a bona fide intention to permit a person other than the
owner to use in commerce and files an application to register on the principal
register established by this chapter,

to certify regional or other origin, material, mode of manufacture, quality, accuracy,
or other characteristics of such person's goods or services or that the work or labor
on the goods or services was performed by members of a union or other
organization.

The term "collective mark" means a trademark or service mark--

(1) used by the members of a cooperative, an association, or other collective group
or organization, or

(2) which such cooperative, association, or other collective group or organization
has a bona fide intention to use in commerce and applies to register on the principal
register established by this chapter,



and includes marks indicating membership in a union, an association, or other
organization.

The term "mark" includes any trademark, service mark, collective mark, or
certification mark.

The term "use in commerce" means the bona fide use of a mark in the ordinary
course of trade, and not made merely to reserve a right in a mark. For purposes of
this chapter, a mark shall be deemed to be in use in commerce--

(1) on goods when--

(A) it is placed in any manner on the goods or their containers or the displays
associated therewith or on the tags or labels affixed thereto, or if the nature of the
goods makes such placement impracticable, then on documents associated with the
goods or their sale, and

(B) the goods are sold or transported in commerce, and

(2) on services when it is used or displayed in the sale or advertising of services
and the services are rendered in commerce, or the services are rendered in more
than one State or in the United States and a foreign country and the person
rendering the services is engaged in commerce in connection with the services.

A mark shall be deemed to be "abandoned" if either of the following occurs:

(1) When its use has been discontinued with intent not to resume such use. Intent
not to resume may be inferred from circumstances. Nonuse for 3 consecutive years
shall be prima facie evidence of abandonment. "Use" of a mark means the bona fide
use of such mark made in the ordinary course of trade, and not made merely to
reserve aright in a mark.

(2) When any course of conduct of the owner, including acts of omission as well
as commission, causes the mark to become the generic name for the goods or
services on or in connection with which it is used or otherwise to lose its
significance as a mark. Purchaser motivation shall not be a test for determining
abandonment under this paragraph.

The term "dilution" means the lessening of the capacnty of a famous mark to
identify and distinguish goods or services, regardless of the presence or absence of-

(1) competition between the owner of the famous mark and other parties, or

(2) likelihood of confusion, mistake, or deception.

The term "colorable imitation" includes any mark which so resembles a registered
mark as to be likely to cause confusion or mistake or to deceive.

The term "registered mark" means a mark registered in the United States Patent
and Trademark Office under this chapter or under the Act of March 3, 1881, or the



Act of February 20, 1905, or the Act of March 19, 1920. The phrase "marks
registered in the Patent and Trademark Office" means registered marks.

The term "Act of March 3, 1881", "Act of February 20, 1905", or "Act of March
19, 1920", means the respective Act as amended.

A "counterfeit" is a spurious mark which is identical with, or substantially
indistinguishable from, a registered mark.

The term "domain name" means any alphanumeric designation which is registered
with or assigned by any domain name registrar, domain name registry, or other
domain name registration authority as part of an electronic address on the Internet.

The term "Internet" has the meaning given that term in section 230(f)(1) Title 47.

~ 4+l 1rn e

Words used in the singular include the plural and vice versa.

The intent of this chapter is to regulate commerce within the control of Congress
by making actionable the deceptive and misleading use of marks in such commerce;
to protect registered marks used in such commerce from interference by State, or
territorial legislation; to protect persons engaged in such commerce against unfair
competition; to prevent fraud and deception in such commerce by the use of
reproductions, copies, counterfeits, or colorable imitations of registered marks; and
to provide rights and remedies stipulated by treaties and conventions respecting
trademarks, trade names, and unfair competition entered into between the United

States and foreign nations.

10



Form 8. Certificate of Compliance Pursuant to Fed. R. App. P. 32(a)(7)(C) and Circuit

Rule 32-1 for Case Number Consolidated Appeal Nos. 02-57148,
03-55017, 03-5514, 03-55238

(see next page) Form Must Be Signed By Attorney or Unrepresented Litigant and attached
to the back of each copy of the brief

I certify that: (check appropriate option(s))

1. Pursuant to Fed. R. App. P. 32 (a)(7)(C) and Ninth Circuit Rule 32-1, the attached
opening/answering/reply/cross-appeal brief is

words

(opening, answering, and the second and third briefs filed in cross-appeals must not exceed 14,000
words; reply briefs must not exceed 7,000 words),

(-]
¥
(]
S
o,
=1
8
o
<
w2
2
o
[¢]
§=s
jm
o
w
o
[¢']
&
le)
o
o]
=
—_
'
o]
Q.
2
Q
=
=
=
[¢]
[
8
=3
o
=
2

or is
0 Monospaced, has 10.5 or fewer characters per inch and
contains words or lines of text (opening,

answering, and the second and third briefs filed in cross-appeals
must not exceed 14,000 words or 1,300 lines of text; reply briefs

must not exceed 7,000 words or 650 lines of text).

X 2. The attached brief is not subject to the type-volume limitations of Fed. R. App. P. 32(a)(7)(B)
because

U This brief complies with Fed. R. App. P. 32(a)(1)-(7) and is a principal brief of no more than
30 pages or a reply brief of no more than 15 pages;

X This brief complies with a page or size-volume limitation established by separate court order
dated 09-08-03 andis

[X Proportionately spaced, has a typeface of 14 points or more and contains 15,823

words,

oris

U Monospaced, has 10.5 or fewer characters per inch and
contains pages or words or lines of

text.



__3.  Briefs in Capital Cases

U This brief is being filed in a capital case pursuant to the type-volume limitations set forth at
Circuit Rule 32-4 and is

[ Proportionately spaced, has a typeface of 14 points or more and contains

or is

[}

words (opening, answering, and the second and third briefs filed in cross-appeals must riot
exceed 21,000 words; reply briefs must not exceed 9,800 words)

Monospaced, has 10.5 or fewer characters per inch and

contains words or lines of text (opening,
answering, and the second and third briefs filed in cross-

appeals must not exceed 75 pages or 1,950 lines of text;
reply briefs must not exceed 35 pages or 910 lines of text).

__ 4.  Amicus Briefs -

0 Pursuant to Fed. R. App. P. 29(d) and 9th Cir. R. 32-1, the attached amicus brief is
proportionally spaced, has a typeface of 14 points or more and contains 7000 words or less,

or is

[ Monospaced, has 10.5 or fewer characters per inch and contains not more than either 7000
words or 650 lines of text,

or is

U Not subject to the type-volume limitations because it is an amicus brief of no more than 15
pages and complies with Fed. R. App. P. 32(a)(1)(5).

Date Slgnature of%omey or
Unrepresented Litigant



PROOF OF SERVICE

Nissan Motor Company Ltd.. et al. v. Nissan Computer Corp.
(9™ Cir. Nos. 02-57148, 03-55017, 03-55144, 03-55236)

(C.D. Cal. No. CV 99-12980 DDP)
I, DEBI SHUMP, declare that I am at least 18 years of age and not a party to
the above entitled action. My business address is 55 S. Market Street, Suite 1630,
San Jose, CA 95113. On October 3, 2003, I served the OPENING BRIEF OF
APPELLANTS/CROSS-APPELLEES NISSAN COMPUTER
CORPORATION AND THE INTERNET CENTER, INC.,, to which this proof
of service 1s attached on the following:

Wayne M. Barsky, Esq.

Julian Poon, Esq.

Gibson, Dunn & Crutcher LLP

2029 Century Park East

Los Angeles, CA 90067
Attorneys for plaintiffs Nissan Motor Co.
Ltd. and Nissan North America, Inc.

Paul Levy

Public Citizen Litigation Group
1600 20% Street, N.W.
Washington, D.C. 20009

U.S. Mail, First Class postage prepaid.

I declare under penalty of perjury that the foregoing is true and correct, and

that this declaration was executed on October 3, 2003, at San Jose, California.




